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A Roadmap to Asserting (and Defending 
Against) Lack-of-Bona Fide Intent Claims at 
the TTAB
By Ari Feinstein and Charlene Azema

One looking to challenge registration of a 
trademark with the United States Patent 

and Trademark Office (USPTO) (either through 
opposition to an application or cancellation of a 
registration) has many tools at their disposal, sev-
eral of which can be asserted before the USPTO’s 
Trademark Trial and Appeal Board (TTAB or the 
Board).1 One such ground—the focus of this arti-
cle—is that the defendant lacked the requisite bona 
fide intent to use the mark as of the application fil-
ing date.2 While this claim may appear straightfor-
ward, these proceedings regularly raise questions 
that every potential plaintiff (and defendant) should 
know about—such as which applications the claim 
can be asserted against, the shifting burden of proof, 
the evidence needed to prevail on or successfully 
defend against such a claim, and the relief available 
to a successful plaintiff.3 The case law shows that, 
while these claims remain fact intensive, the Board 
has supplied guideposts for navigating them.

THE TYPE OF TRADEMARK 
APPLICATION

A trademark application filed or registration 
issued under Sections 1(b), 44(e), or 66(a) of the 
Trademark Act can be the subject of a claim for 
lack of bona fide intent to use. Each of these applica-
tion filing bases requires the applicant to allege a 
bona fide intent to use the mark in U.S. commerce.4 
Applicants therefore must balance filing early 
enough to secure priority with generating docu-
mentation showing bona fide intent at filing, while 
potential plaintiffs should scrutinize 1B, 44E, and 
66A applications for vulnerability to such a chal-
lenge. Once such a challenge is brought, several 
recurring issues arise.

BURDEN SHIFTING
A plaintiff bears the initial burden of proving, by 

a preponderance of the evidence, that the defendant 
lacked a bona fide intention to use the mark on the 
applied-for goods or services.5 The plaintiff can sat-
isfy this prima facie showing by pointing to defen-
dant’s lack of documentary evidence that proves 
such intent.6 Once that happens, the burden then 
shifts to the defendant to rebut that showing with 
evidence that explains or outweighs the failure to 
produce such documentation.7 The next question, 
of course, is what counts as “documentary evidence.”
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DOCUMENTARY EVIDENCE
The Board has identified documentary evi-

dence to include correspondence with prospective 
licensees, marketing or business plans, labels, and 
test marketing and promotional materials, as well as 
materials showing product design, manufacturing, 
and graphic design efforts.8

Not every document qualifies. Patents and meet-
ing minutes that do not reference the mark at issue 
are not evidence of intent to use that mark in U.S. 
commerce at filing.9 Nor is a TSDR printout of 
the application itself probative of bona fide intent.10 
The same is true of multiple applications for the 
mark or correspondence with counsel about those 
applications; if filing and prosecuting an application 
were enough, lack of bona fide intent would never 
be a viable TTAB claim.11 And evidence referenced 
by the defendant but not made of record may be 
disregarded altogether.12

Registering a domain name that 
incorporates the word mark, without 
corresponding efforts actually to use 
the mark, is likewise insufficient.

If a plaintiff makes a prima facie showing and the 
defendant produces no rebuttal documentation, the 
Board typically finds that the defendant had no bona 
fide intent to use the mark.13 More often, however, 
defendants produce some evidence, and the real dis-
pute becomes whether that evidence is enough.

EVIDENCE INSUFFICIENT TO REBUT 
A PLAINTIFF’S LACK OF BONA FIDE 
INTENT-TO-USE CLAIM

Even when a defendant produces documentary 
evidence, it must bear on intent at the time of fil-
ing.14 In LinkedIn, for example, the Board found a 
letter dated two years after filing—referring only 
to plans to “design” and “develop” future “plans”—
irrelevant to the defendant’s intent when it filed the 
application.15

Even timely evidence must evidence real work. 
Promotional materials created solely for submis-
sion to the USPTO, rather than for actual promo-
tional use, are likely insufficient to establish bona 
fide intent.16 Their nonuse is especially telling when 
such materials are ordinarily part of the defendant’s 
product-development process.17

Registering a domain name that incorporates the 
word mark, without corresponding efforts actually 
to use the mark, is likewise insufficient.18 A domain 
name that does not even incorporate the applied-
for mark fares no better.19

Nor are vague business plans enough.20 In Lincoln 
Nat’l, website statements about “building this cor-
poration” and creating “global benefits” showed 
only “idealistic hopes,” not a bona fide intent to use 
the mark.21 And if plans are entirely contingent on a 
future event that may never occur—such as a sports 
team winning a championship—they do not estab-
lish bona fide intent.22

Business plans may, of course, contemplate work 
with third parties such as manufacturers. But the 
Board has made clear that mere awareness of pos-
sible suppliers is not enough.23

Finally, even “extensive documentary evidence” 
may not suffice.24 In one precedential case, texts, 
emails, domain-name purchases, projections, a draft 
business plan, and property-purchase proposals were 
still inadequate because those efforts had ended well 
before filing, and the defendant later suggested she 
was finished pursuing the services.25

EVIDENCE SUFFICIENT TO REBUT A 
PLAINTIFF’S LACK OF BONA FIDE 
INTENT-TO-USE CLAIM

What will suffice depends heavily on the facts, 
but the case law supplies recurring guideposts. 
Efforts tied to product design, manufacturing, 
graphic design, test marketing, correspondence with 
prospective licensees, and preparation of business or 
marketing plans, labels, and promotional materials 
are the kinds of evidence that favor a finding of bona 
fide intent.26

A “credible business plan” may include operations 
strategies, identifying ingredient sources, packaging 
and labeling products, establishing manufacturing 
and distribution capabilities, or developing a sales 
and marketing campaign.27

The Board has also treated evidence of prospec-
tive licensing agreements and research undertaken 
to implement a business plan—such as industry-
appropriate clinical testing—as evidence favoring 
bona fide intent.28

As noted above, filing the application itself 
is unsurprisingly not documentary evidence of 
bona fide intent. Market America, however, shows 
what additional evidence may suffice.29 There, the 
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defendant applied to register VITAMINDFUL for 
“vitamins” on December 2, 2014.30 Although the 
plaintiff pointed to a later email disclaiming any 
intention to use the mark, the Board emphasized 
an email the defendant sent to his counsel the 
day before filing that reflected a concrete plan to 
launch a vitamin line.31 In that email, the defen-
dant told counsel that VITAMINDFUL was the 
name of a vitamin line he was considering launch-
ing, he would distribute the vitamins online, he had 
secured the URL, the line would include vitamins 
and herbal supplements, and that the product would 
include certain ingredients.32

Counsel responded by recommending trade-
mark searches, and the defendant authorized 
them.33 Although the Board described the defen-
dant’s plans as general, it found bona fide intent 
because the pre-filing email identified the pro-
posed goods including their ingredients, their 
online distribution, and the matching URL.34 On 
that record, the Board held the plaintiff had failed 
to establish a prima facie case and dismissed the 
claim with prejudice.35

The Board has likewise found bona fide intent 
where a defendant’s business plan may have lacked 
detail but other documents filled the gap. In Kate 
Spade, for example, the defendant relied on mate-
rials showing a basic project budget, a prototype 
specification, and numerous renderings of the goods 
at issue.36

DEFENDANT’S CAPACITY TO USE 
THE MARK—OR LACK THEREOF

A defendant may also rebut a lack-of-intent 
claim by showing it had the capacity to use the 
mark in U.S. commerce when it filed its application. 
The Board has explained that a defendant’s ability 
to market and manufacture the identified goods as 
a natural extension of its existing product line can 
rebut the absence of documentary evidence.37 The 
Board and Federal Circuit likewise look favorably 
on prior experience in the relevant industry or 
prior production of the goods, and even an accepted 
statement of use for similar goods under a different 
mark may inferentially support capacity.38 And a 
defendant that partnered with a non-U.S. company 
to launch its product in the United States can likely 
still show capacity if the defendant successfully used 
the same strategy for a prior launch in the United 
States.39

By contrast, evidence that a defendant lacked 
capacity to market or manufacture the goods 
strengthens a lack-of-intent claim. An unsubstan-
tiated assertion that nearly 150 different clothing 
items could be marketed “essentially overnight” 
and “with no forward planning” did not persuade 
the Board.40 Nor is a defendant likely to establish 
its own capacity by relying on affiliated companies, 
particularly where the goods are heavily regulated 
in the United States and those affiliates are foreign 
entities with no history of producing the relevant 
goods for the U.S. market.41

ADDITIONAL CONSIDERATIONS
The Board and Federal Circuit have also found 

no requisite bona fide intent where a defendant filed 
as an individual owner but did not intend to use the 
mark in an individual capacity.42 In both Sanders v. 
American Forests and Hole in 1 Drinks, Inc. v. Michael 
Lajtay, the defendant filed in his or her own name 
even though the plan was to use the mark with a 
partner through a new entity.

The Board and Federal Circuit have 
also found no requisite bona fide 
intent where a defendant filed as an 
individual owner but did not intend to 
use the mark in an individual capacity.

Filing across a large number of classes may 
likewise increase vulnerability to a lack-of-bona-
fide-intent challenge.43 So too may filing an 
excessive number of intent-to-use applications 
relative to the products the defendant is realisti-
cally likely to introduce while those applications 
are pending.44

A prior intent-to-use application for the same 
mark that was abandoned for failure to file a state-
ment of use may also suggest that the defendant 
long contemplated using the mark but never actu-
ally did so.45

A defendant that says it is waiting for registration 
before developing, marketing, and offering its goods 
for sale has effectively admitted that it filed only to 
reserve rights in the mark—which is improper.46

Finally, evidence that a defendant actually began 
to use the mark sufficiently contemporaneously 
with the filing of the application favors a finding of 
bona fide intent.47
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RELIEF
If the plaintiff prevails on all identified goods, the 

application will be refused—or, in a cancellation 
proceeding, the registration will be cancelled—
in full; if the defendant prevails across the board, 
the challenged application or registration survives 
intact. But where the plaintiff proves lack of bona 
fide intent only as to certain goods or services, the 
Board may sustain the claim only in part and cancel 
or refuse registration only for those specific goods 
or services.48

CONCLUSION
It is critical for all parties to understand this road-

map. Trademark applicants should formulate and 
document their pre-launch efforts on the assump-
tion that they will face a lack-of-intent claim. And if 
a plaintiff asserts such a claim, each side should liti-
gate the proceeding with the guideposts discussed 
above front of mind to try to reach a satisfactory 
resolution—either through settlement or on the 
merits—in a cost-effective manner.
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