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Strategic Importance – Challenging Patents at USPTO 

• Outcome/Result:  Presumption of validity of issued patent 
overcome – patent retroactively considered not patentable

• Determination:  Considered by USPTO – independent of US district 
court litigation

• Fees/Costs:
! Significant investment to challenge patents at USPTO

o$300,000 - $1M in legal fees and government fees is still 
significant investment

oLess expensive than traditional validity challenges in US 
district court litigation
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Strategic Importance – Challenging Patents at USPTO

• Strategic Use of Challenges
! Pre-Litigation

o Resolution of licensing disputes in which prior art has been identified –
USPTO as independent authority

o Cancellation or renegotiation of existing license agreements based on 
challenges to licensed patents

o Pre-emptive challenge to patents that may be asserted in license letter 
(e.g., NPE) or may be asserted (e.g., blocking patent from competitor)

! Litigation
o Parallel challenge to validity before USPTO – may be considered earlier 

than litigation challenges
o Support for stay in filed litigation (if filed early)
o Support against requested preliminary injunctive relief (if filed early)
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• Available Only For First-to-File Patents (Filed After March 15, 2013)
• Challenges Are Broad in Scope: Statutory Subject Matter (101), 

Novelty (102), Obviousness (103), Indefiniteness (112), 
Enablement (112), Written Description (112)

• Not Limited To Patents And Prior Publications
• Must Be Filed Within Nine Months Of Patent Issuance
• Estoppel Applies

⎼101/102/103/112
⎼Any evidence that reasonably could have been used

Post-Grant Review
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https://www.uspto.gov/patents/ptab/statistics

AIA Petition IPR and PGR Filings Fiscal Year 2022
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https://www.uspto.gov/patents/ptab/statistics

AIA Petition Filings by Technology in Fiscal Year 2022
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District Court IPR/PGR

Decision Maker Judge or Jury 3 Patent Attorney Judges

Technical Training No Yes

Discovery Broad Limited

Evidence Broad Only limited in IPR

Invalidity Standard Clear and Convincing Preponderance

Claim Construction Skilled Artisan w/ PH Skilled Artisan w/ PH

Speed Slow Fast

Cost $$$ $$

Estoppel Yes Ðbut different Yes

Claim Amendments No Yes*
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Trial Proceedings Timeline
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Three Hot Topics to Watch
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