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Part | — Understanding Claims in U.S. Patent Applications
(HFEFHERBICB TS L—LEIE?)
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Claiming Basics — U.S. Patent Applications

» Claim structure
— Each claim is a single sentence (§XTDY L—LIE—XTx#ad 5)
o Start with a capital letter
o End with a period
— Numbered consecutivelé In ascending order; original numbering preserved throughout

prosecution (HEERED Y L—LBEXEEDHE. #HEsInsd)

— Best Practice: Claim terms/phrases must find clear supjeort in the written description (%
L—LDRAEFABE S THEICH R — SN TULRITRIEOFELY)

* Independent claims versus dependent claims
— Independent claim is standalone claim (JRifY L—AIXR 22 F70O—2)
— Dependent claim refers to another earlier claim and further limits that claim
— Basic US Filing Fee: 3 independent claims/20 total (338349 L—L., U L—L#20F T,
ENFHFAEINN BT
o $480 per additional independent claim(480 KL MBH0F#Hl)
o $100 per additional claim(100 FJL @ EMNF £
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Claim Structure

« Preamble (Fij3X)
— Provides context for the claimed invention
— May or may not limit the claim ([RE9J %155, RE LG WGENH D)

— “A shock absorber” instead of “a shock absorber for controlling movement of a
vehicle wheel”

e Transitional phrase (¥17&8%")

— Determines if the claim is "open’ (comprlsm%, ), “clo sed”%on&stlng of), or artlaILM
oegg %o)nsstlng essentially of) (&L A7) ANERAY Tig

o “Comprising” is most common in most arts (&t &K < FhHhn )

o “Consisting essentially of” means those recited elements/steps and those that
don t materially affect the basic characterlstlcs of the claimed invention (%
L—LOEFRMIMEEICRENICEEZ 5 A G OEH)

o “Consisting of’ means only those recited elements/steps (JREE s %)

— “Adrivetrain comprising” v “A drivetrain consisting of”
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Claim Structure

» Claim Body (A3X)
— Recites the limitations necessary to define the invention (W ELREEDHZ Y
L—LIZEEET 5)
— Antecedent basis (5£1TE)
o First instance is “a” or “an” and subsequent instances are “the” or “said”
o Be consistent

— Introduce all of the components and characterizations of the components that are
necessary for the invention to work and to be different that what is in the prior art

(RBAZHET SOOI ELGBEZETCRES LATHRNEDEVWERET 5)
o Independent claims can include different combination of components or
different characterizations of the components

« Dependent claim transitions: (€%~ L —L)
— “Further comprising” when adding a component GEN®D K5 Z:EMT 5545)
— “Wherein” when further describing previously introduced component

- fBes’g Practice: No multiple dependent claims. (#8#(7 L—L~NDREREITEDH o
& LY
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Claim Structure — Connecting the components

e A bicycle rear wheel suspension assembly, comprising:

—an upper linkage arm comprising a first pivot point;

—a lower linkage arm comprising a second pivot point;

—a connecting linkage arm having an upper end pivotally connected to
the first pivot point of the upper linkage arm and a lower end pivotally
connected to the second pivot point of the lower linkage arm; and

—a shock absorber coupled to one or more of the upper linkage arm,
the lower linkage arm and the connecting linkage arm, and
configured to control movement of the bicycle rear wheel suspension
assembly.
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Claim Structure — Connecting the components

e A bicycle rear wheel suspension assembly, comprising:

—an upper linkage arm comprising a first pivot point;

—a lower linkage arm comprising a second pivot point;

—a connecting linkage arm having an upper end pivotally connected to
the first pivot point of the upper linkage arm and a lower end pivotally
connected to the second pivot point of the lower linkage arm; and

—a shock absorber coupled to one or more of the upper linkage arm,
the lower linkage arm and the connecting linkage arm, and
configured to control movement of the bicycle rear wheel suspension
assembly.
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Part || — Selecting Subject Matter and Claim Strategy in U.S. Patent Applications
(7 L—LIZE T L AHZBEDZERE T DEES)
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Patentable Subject Matter — Mechanical Technologies

- |dentifying patentable subject matter (FAZE®MEIR)

—\What makes invention better, chea er, faster more attractive to
ultimate consumer (& AL FE AELUBLT DN

—What dlstlngwshes the product or service from competitors (&
AWERBENRZDEGPY—ERXREHREMERAT H5DH)

 Examples
—Systems (elevator, vehicle)
—Structures (building, bridge)
—Products (helmet, golf club)
—Components (piston, bolt)
—Replacement Parts (printer ink cartridge, bicycle chain)
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Types Of Claim Subject Matter

* Product
—Apparatus, machine, system, device (ZEE&E. VAT L)
— Composition (¥ER4)

* Method or Process to perform function/obtain result
—Making (/Y 73)
—~Using (fEELVA)
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Examples — Method Claims

*  Preamble Examples:
— A method comprising:
— A construction method comprising:
— A construction method for inhibiting the passage of fire through a wall comprising:
— In a building having a wall with an opening passing through the wall from a first side to a second side, and a pipe passing through
the opening, a method of fire-blocking the wall comprising:

 Claim Examples:
— A construction method for inhibiting the passage of fire through a wall comprising:

(©)
@)
@)

inserting a mineral wool material into a gap between the wall and a pipe passing through an opening in the wall;
compacting the mineral wool material; and
covering the mineral wool material, a portion of the wall and a portion of the pipe with a rubberized coating material.

— In a building having a wall with an opening passing through the wall from a first side to a second side, and a pipe passing through
the opening, a method of fire-blocking the wall comprising:

O

O
O
O

Knobbe Martens

introducing an expandable fire-blocking material into the opening between the wall and the pipe;

allowing the expandable fire-blocking material to expand for at least one hour;

applying a protective coating material to the fire-blocking material; and

extending the protective coating material onto a portion of the wall and a portion of the pipe adjacent the expandabile fire-
blocking material to create a continuous seal.
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Examples — Apparatus Claims

* Apparatus Examples:
— An apparatus comprising:
— A medical device comprising:
— A wearable defibrillation device comprising:
— A medical device for providing instantaneous electrode data comprising:

» Claim Examples:
— A wearable defibrillator comprising:
o a first set of electrodes for obtaining patient data;
o a second set of electrodes for providing therapeutic signal to the patient; and
o a control unit for processing the patient data .......

— A defibrillation device comprising:

— a first set of electrodes mounted within a garment and having at least a portion of surface area in direct contact with a
patient, the first of electrodes obtaining patient data;

— a second set of electrodes separately mounted within the garment and having a portion of surface area in direct contact with
the patient., the second set of electrodes ......
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Independent Claims and Dependent Claims - Examples

1. Alanding gear assembly comprising:
a landing gearleg ....
a surface contact mounted to the landing gear .....

2. The landing gear assembly recited in Claim 1, wherein the surface contact includes at least one wheel.

3. The landing gear assembly as recited in Claim 1, wherein the surface contact includes at least one pontoon.

4. The landing gear assembly as recited in Claim 1, wherein the surface contact includes at least one ski.

5. The landing gear assembly as recited in Claim 1, wherein the surface contact includes a lava flotation component.

6. The landing gear assembly as recited in Claim 1, wherein the surface contact is configured for use on a paved surface.

7. The landing gear assembly as recited in Claim 6, wherein the surface contact configured for use on a paved surface includes
at least one of a wheel or a skid.

8. The landing gear assembly as recited in Claim 1 further comprising a disconnect control joining the landing gear leg and
surface contact ...

9. The landing gear assembly in Claim 8, wherein the surface contact includes at least of a wheel, a pontoon, and a ski.

Knobbe Martens © 2021 Knobbe Martens
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Claim Drafting — Terms and Phrases with Special Meaning/Purpose

» Counting/Numbers
— “Plurality” — Two or more: “A plurality of fasteners” ((8#{EDEZE)
— “At least one” - Open ended count with a minimum of one: “At least one processor
configured with ....” (D74 < &%)
* Associations

— “Each” - Places a limitation on every member of a group: “wherein each control unit is
configured with local ...” (2 TODEHMIZDNWTERT HES)

— “Individual” - Places a limitation on some member of a group: “wherein individual control
units are configured with local” (H AR DE#MIZDNTERT HHE)
« Combinations or Alternatives

— “And” - Standard meaning as a conjunctive: “wherein the widget has a first part and a
second part” (2B DHEAEHHE)

— “Atleastone of ... and ....” - Interpreted as a disjunctive: “at least one of a maximum
threshold and a minimum threshold” (See specification) (47 < & 4...)
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Claim Drafting — Terms and Phrases with Special Meaning/Purpose

* Potential Problem Terms ([HzE & %2 S RIEEME D 8 5 AHEE
— Relative terminology - “relatively large”, “similar”, “about”, etc. (FEZzH EEER

FHEE LR, 8B&LT. B E)

o Fails to provide standard for measuring degree

— Exemplary terminology - “such as” and “for example” (~®D &k 5 4. HlZ (X,
3 E)
o Unclear language

— Be careful of “tech terms” — “cloud”, “Internet”, etc. (7w 7 BEEDHEEIZD
WTIEER)
o Claims may be specific to a company and may not be well understood
In industry
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Top Tips — Avoid Divided Infringement

* Where multiple entities are involved, draft claims that will directly
infringed by a single entity ((RBANERT S5V L—LDIFE. 1
ACREITAZTHETETDHI L—LIZT B)

—Method claims: all steps performed by one entity (A9 L— L
D5E)

—System claims: all elements operated by single entity (X7
L L—LDiFE)

—Resist temptation to describe a complete system or process (5%
(T A B)
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Avoiding Divided Infringement — Method Claims

* A method of making a multi-use child seat system comprising:

—constructing a child seat with a bottom surface having a first
connector;

—constructing a stroller with a support portion having a second
connector configured to connect to the first connector such that the
child seat can be selectively connected to the stroller;

—constructing a car seat base configured to connect to a seat belt of a
vehicle, the car seat base having a third connector configured to
connect to the first connector such that the child seat can be
selectively connected to the car seat base; and

—providing the child seat with a release lever configured to release the
first connector from the second connector or the third connector to
allow a user to move the child seat between the stroller and the car
seat base.
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Avoiding Divided Infringement — Method Claims

* A method of making a multi-use child seat system comprising:

—constructing a child seat with a bottom surface having a first
connector;

— constructing a stroller with a support portion having a second
connector configured to connect to the first connector such that the
child seat can be selectively connected to the stroller;

—constructing a car seat base configured to connect to a seat belt of a
vehicle, the car seat base having a third connector configured to
connect to the first connector such that the child seat can be
selectively connected to the car seat base; and

— providing the child seat with a release lever configured to release the
first connector from the second connector or the third connector to
allow a user to move the child seat between the stroller and the car
seat base.

Knobbe Martens © 2021 Knobbe Martens 18



Avoiding Divided Infringement — Method Claims — End User Perspective

* A method of using a multi-use child seat system comprising:
—pulling a release lever of a child seat to release a first
connector of the child seat from a second connector of a
stroller:;
—removing the child seat from the stroller;
—aligning first connector of the child seat with a third connector
of a car seat base secured to a vehicle seat;

—pushing the child seat onto the car seat base until the first
connector connects to the third connector to secure the child
seat to the car seat base.
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Top Tips — Teaching Claim

» A "teaching claim” is an independent claim that is typically more narrow
In scope than the other independent claims

o Of’hen ptrovéded afstr?le}irﬂ 110 prO}/itc?]e an Ex?miner(V\!%itQﬁhp%%%Hﬂ0)éﬂs
understanding of the full scope of the invention. T B
B B C R Bk 5127 Lot I3 BAREI=)

« Strategy for “teaching claim”
— Options — one or more of:
— Limit to specific environment (G IRBIZRET )
— Limit to an important embodiment (EZE 7z E{AMEI
— Use more concrete terms (& U BRI HEZFE D)

» May be helpful for Section 101 (101{E# D [EE D FBI(T)
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Top Tips — Teaching Claim

An underwater breathing system comprising:

a cylindrical tank configured to contain a pressurized breathing gas, the tank having
a plastic base coupled thereto, the plastic base having a flat bottom surface
configured to allow the tank to stand upright on a flat surface;

a pressure regulating valve connected to an outlet of the tank, the pressure
regulating valve comprising a valve body and a valve seat, wherein the valve body
iIs movable relative to the valve seat to regulate a pressure of the pressurized
breathing gas exiting the tank;

a mouthpiece connected to the pressure regulating valve by a first hose, the
mouthpiece comprising a demand valve configured to initiate the delivery of the
pressurized breathing gas to the mouthpiece from the tank through the hose;

a dive computer connected to the pressure regulating valve by a second hose, the
dive computer comprising a pressure gauge configured to measure a pressure of
the pressurized breathing gas and a display configured to display the pressure to a
user of the system.
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Top Tips — Non-Teaching Claim

An underwater breathing system comprising:
a tank configured to contain a pressurized breathing gas;

a pressure regulating valve connected to an outlet of the tank and configured to
regulate a pressure of the pressurized breathing gas exiting the tank;

a mouthpiece operably connected to the pressure regulating valve and configured
to receive the pressurized breathing gas from the tank;

a dive computer operably connected to the pressure regulating valve, the dive
computer configured to communicate a pressure of the pressurized breathing gas to
a user of the system.
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Top Tips — Comparison

Teaching Claim Non-Teaching Claim

An underwater breathing system comprising: An underwater breathing system comprising:

Knobbe Martens

a cylindrical tank configured to contain a pressurized
breathing gas, the tank having a plastic base coupled
thereto, the plastic base having a flat bottom surface
configured to allow the tank to stand upright on a flat
surface;

a pressure regulating valve connected to an outlet of the
tank, the pressure regulating valve comprising a valve
body and a valve seat, wherein the valve body is
movable relative to the valve seat to regulate a pressure
of the pressurized breathing gas exiting the tank;

a mouthpiece connected to the pressure regulating
valve by a first hose, the mouthpiece comprising a
demand valve configured to initiate the delivery of the
pressurized breathing gas to the mouthpiece from the
tank through the hose;

a dive computer connected to the pressure regulating
valve by a second hose, the dive computer comprising a
pressure gauge configured to measure a pressure of
the pressurized breathing gas and a display configured
to display the pressure to a user of the system.

© 2021 Knobbe Martens

a tank configured to contain a pressurized
breathing gas;

a pressure regulating valve connected to
an outlet of the tank and configured to
regulate a pressure of the pressurized
breathing gas exiting the tank;

a mouthpiece operably connected to the
pressure regulating valve and configured
to receive the pressurized breathing gas
from the tank;

a dive computer operably connected to the
pressure regulating valve, the dive
computer configured to communicate a
pressure of the pressurized breathing gas
to a user of the system.




Part Ill - Means + Function (2 —>XJS5RXRTJ729S3Y)
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Invoking Interpretation Under Section 112(f)

- Patent applications are not rejected under Section 112(f) (112(f) T I N ST TIXALY)

« Section 112(f) — Means Plus Function Interpretation:

— An element in a claim for a combination may be expressed as a means or step for performing a
specified function without the recital of structure, material, or acts in support thereof, and such claim
shall be construed to cover the corresponding structure, material, or acts described in the
specification and equivalents thereof. (FEEAD H LM DIEEZE Y L—LIZEFEMIZREH T H 2 &4 <.
TDEMDMEEZ Y L—LICFREET A E THEFMETE 5AE, == L. TOEFIERFEITBAMEIC
EMTWVELZEDEM E TN ERFOHBIZRE SN D)

Knobbe Martens © 2021 Knobbe Martens 25



Invoking Interpretation Under Section 112(f)

« Invoking interpretation under Section 112(f) (See MPEP § 2181(l)): (1M12(f)f= L BRI 5158)

— The claim limitation uses the term “means” or a term used as a substitute for “means” that is a
generic placeholder; ("means’ZfzlXZN ERBEOAEFF->-FHE) AND

— The term “means” or the generic placeholder is modified by functional language, typically, but not
always linked by the transition word “for” (e.g., “means for”) or another linking word or phrase, such
as “configured to” or “so that.”; ("for'®ZFn L RIEkDAZEZEREE L TE-=FSE) AND

— The term “means” or the generic placeholder is not modified by sufficient structure, material, or acts
for performing the claimed function. ("means”£7=(XZFN L RBHDAZEL. TOBEELEITEL ST
TRICEESNTUVENSGE)

« Common substitute terms: “mechanism for,” “module for,” “device for,” “unit for,” “component for,”
“element for,” “member for,” “apparatus for,” “machine for,” or “system for.” (112(f)7= & #EFR =N 5451)

- There is no fixed list of terms that avoid invocation of Section 112(f) (ED & 5 L AZEMN112()FZ EBIRE
NBHEMDI) R LIEALY)

EE 1] LA 11 L N1} L N1}
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Practice Tips — Avoiding Section 112(f) Rejections

- Specification Drafting Best Practices (BAfiIE%#E< IZH-> THRENDHE)

— Each independent claim should have at least one drawing that forms the basis of support
for w_rdi_ttgn description and enablement (ZMiIY L—AIIx LE-HEZDECELS 1D
RAEJ %)

— The specification should be the “key” for all broad terms that can be implemented in
multiple ways/embodiments (EZEDLWAEEIZC DWW TIXRAMEDEENEEZIZG D)

— If means plus function is intended to be invoked, be sure to identify alternatives (= —X
RTZRIT7o0 a3V EBRENIGEICIEINDOFELZRET D)

— Eliminate “easy” invocation of means plus function by avoiding “nonce” words (ERBKD7%;
WABZEHLLTVWLSICLTE—VRTSRITI7UI D3V ERBREINLEDEEITD)

Knobbe Martens © 2021 Knobbe Martens 27



Knobbe Martens

Mauricio A. Uribe

mauricio.uribe@knobbe.com
206-405-2004

Kenny Masaki

kenny.masaki@knobbe.com
949-760-0404

INTELLECTUAL PROPERTY + TECHNOLOGY LAW | knobbe.com



mailto:mauricio.uribe@knobbe.com
mailto:tomohisa.fujiwara@knobbe.com

	Slide Number 1
	Part I – Understanding Claims in U.S. Patent Applications�（特許出願におけるクレームとは？）
	Claiming Basics – U.S. Patent Applications
	Claim Structure
	Claim Structure
	Claim Structure – Connecting the components
	Claim Structure – Connecting the components
	Part II – Selecting Subject Matter and Claim Strategy in U.S. Patent Applications�（クレームにおける用語の選択とその戦略）
	Patentable Subject Matter – Mechanical Technologies
	Types Of Claim Subject Matter
	Examples – Method Claims
	Examples – Apparatus Claims
	Independent Claims and Dependent Claims - Examples
	Claim Drafting – Terms and Phrases with Special Meaning/Purpose
	Claim Drafting – Terms and Phrases with Special Meaning/Purpose
	Top Tips – Avoid Divided Infringement
	Avoiding Divided Infringement – Method Claims
	Avoiding Divided Infringement – Method Claims
	Avoiding Divided Infringement – Method Claims – End User Perspective
	Top Tips – Teaching Claim
	Top Tips – Teaching Claim
	Top Tips – Non-Teaching Claim
	Top Tips – Comparison
	Part III – Means + Function（ミーンズプラスファンクション）
	Invoking Interpretation Under Section 112(f)
	Invoking Interpretation Under Section 112(f)
	Practice Tips – Avoiding Section 112(f) Rejections	
	Slide Number 28

