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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 
 
 

H&M HENNES & MAURITZ GBC AB, and 
H&M HENNES & MAURITZ L.P., 

 
Plaintiffs, 

 
v. 
 

WILDFOX COUTURE, LLC, and WILDFOX 
COUTURE IP HOLDINGS, LLC, 
 
   Defendants. 
 

  
 
Civil Action No. _______________ 
 
COMPLAINT FOR 
DECLARATORY JUDGMENT 

 

 Plaintiffs H&M Hennes & Mauritz GBC AB and H&M Hennes & Mauritz L.P. 

(collectively, "H&M" or "Plaintiffs”), by and through their attorneys, for their complaint against 

Wildfox Couture, LLC and Wildfox Couture IP Holdings, LLC (collectively, "Wildfox” or 

“Defendants"), alleges as follows: 

NATURE OF ACTION AND RELIEF SOUGHT 

1. This is an action under the Declaratory Judgment Act, 28 U.S.C. § 2201, et seq., 

for a declaratory judgement of non-infringement of Defendants’ WILDFOX trademark.  

Plaintiffs seek a declaration that their use of the term “Wildfox” as part of an ornamental design 

on a sweatshirt does not infringe Defendants’ rights in their WILDFOX trademark. 

2. This action arises out of Wildfox’s demands that H&M cease and desist from 

selling a sweatshirt, namely the H&M brand “Sweatshirt with Motif” (the “H&M Motif 

Sweatshirt”) that contains a graphic design depicting the logo of a fictitious basketball team – the 

“Toronto Wildfox” (hereinafter, the “Basketball Design”).  

/// 
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PARTIES 

3. H&M Hennes & Mauritz GBC AB is a Swedish limited liability company 

having its principal place of business at Mäster Samuelsgatan 46A, 106 38 Stockholm, 

Sweden. 

4. H&M Hennes & Mauritz L.P. is a limited partnership organized under the laws of 

the State of New York, having its principal place of business at 110 Fifth Avenue, 11th Floor 

New York, NY 10011. 

5. Upon information and belief, Wildfox Couture, LLC is a limited liability 

company organized under the laws of the State of California, having its principal place of 

business at 2107 Bellevue Ave. Los Angeles, CA 90026. 

6. Upon information and belief, Wildfox Couture IP Holdings, LLC is a limited 

liability company organized under the laws of the State of California, having its principal place 

of business at 2107 Bellevue Ave. Los Angeles, CA 90026. 

JURISDICTION AND VENUE 

7. This Court has jurisdiction over the subject matter of this action pursuant to 28 

U.S.C. §§ 1331, 1338. The claims alleged in this Complaint arise under the Declaratory 

Judgment Act, 28 U.S.C. § 2201, and the Lanham Act, 15 U.S.C. §§ 1052 and 1125, et seq. 

8. This Court has personal jurisdiction over Defendants because, upon information 

and belief, Defendants have established minimum contacts with this forum and further, 

Defendants have substantial, continuous, and systemic contacts with the State of New York. 

Upon information and belief, Wildfox sells its apparel through retailers located in the State of 

New York. In addition, upon information and belief, Wildfox has a showroom located at 343 

Canal Street, Floor 3, New York, NY 10013.  By virtue of these actions, Defendants have 
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purposefully availed themselves of the privilege of conducting business in this State and in this 

judicial District. 

9. Venue is proper in this District under 28 U.S.C. § 1391(b) and (c) because, upon 

information and belief, a substantial part of the events giving rise to Plaintiffs’ claims occurred in 

this District and because the Defendants are subject to personal jurisdiction in this District. 

10. An actual case or controversy exists between the parties. Wildfox has repeatedly 

threatened to take action against H&M, has asserted that H&M is engaging in acts of trademark 

infringement and unfair competition, and has demanded that H&M immediately cease and desist 

from selling the H&M Motif Sweatshirt. 

GENERAL ALLEGATIONS 

11. Plaintiff H&M Hennes & Mauritz GBC AB designs and sells fashion clothing, 

accessories and other products for men, women, and children under the H&M brand.  In the 

United States, H&M products are sold only in H&M stores, including H&M’s e-commerce store, 

through Plaintiff H&M Hennes & Mauritz L.P. 

12. Upon information and belief, Defendant Wildfox Couture, LLC distributes 

apparel under the brand name WILDFOX. 

13. Upon information and belief, Defendant Wildfox Couture IP Holdings, LLC is the 

record owner of U.S Registration No. 4,093,309 for the mark WILDFOX in International Class 

25 for use in connection with “bottoms, dresses, jackets, scarves, swimwear, and tops” 

(“WILDFOX” Mark).  A true and correct copy of the foregoing registration from the U.S. Patent 

and Trademark Office Trademark Status and Document Retrieval (TSDR) is attached hereto as 

Exhibit A. 
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14. H&M Hennes & Mauritz GBC AB created the Basketball Design to evoke the 

look of a logo for a basketball team.  H&M selected the name “Wildfox” arbitrarily as the name 

of a fictitious team based in Toronto.  The Basketball Design appears on one style sweatshirt, the 

H&M Motif Sweatshirt, sold under the H&M brand.  A true and correct copy of an image of the 

H&M Motif Sweatshirt is attached hereto as Exhibit B. 

15. By letter dated September 15, 2017, counsel for Defendants wrote to H&M 

Hennes & Mauritz L.P. and claimed that H&M’s promotion and sale of the H&M Motif 

Sweatshirt constituted trademark infringement and unfair competition in violation of federal, 

state and common law, including without limitation the Lanham Act, 15 U.S.C. §§ 1114 & 

1125(a).  A true and correct copy of Defendants’ counsel’s September 15, 2017 letter is attached 

hereto as Exhibit C. 

16. In the September 15, 2017 letter, counsel for Defendants demanded, inter alia, 

that H&M “[i]mmediately halt all sales of any products that incorporate or display the 

WILDFOX trademark.”  Defendants’ counsel also stated that in the event H&M does not comply 

with their demands, Defendants “will proceed with enforcing [their] rights… [and] will seek 

compensatory damages, H&M's profits, trebled damages, punitive damages, injunctive relief, 

attorney's fees, and all other remedies afforded by law.” 

17. By letter dated October 2, 2017, counsel for Plaintiffs responded on behalf of 

H&M and explained the reasons why the Basketball Design does not infringe on any of 

Defendants’ claimed trademark rights and would not likely cause any confusion between the 

H&M Motif Sweatshirt and Defendants.  Among other reasons, H&M counsel explained that the 

H&M Basketball Design is merely ornamental, and is not used as an indicia of source, and 
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therefore, typical purchasers would not associate the H&M Design with Defendants. A true and 

correct copy of H&M counsel’s October 2, 2017 letter is attached hereto as Exhibit D. 

18. After H&M counsel’s October 2, 2017 letter was sent, Defendants continued to 

threaten litigation.  On October 5, 2017, counsel for Defendants reiterated in a telephone 

conversation with Plaintiffs’ counsel that Wildfox was prepared to litigate the matter.  

Subsequent attempts to resolve the matter were unsuccessful. 

19. Defendants’ repeated allegations that H&M has infringed the WILDFOX Mark 

and their demands that H&M stop selling the H&M Motif Sweatshirt created a reasonable 

apprehension of litigation, and accordingly, there exists an actual case or controversy. 

20. Defendants’ demands and threats have placed a cloud over H&M’s rights to 

continue selling the H&M Motif Sweatshirt. 

21. H&M’s use of the term “Wildfox” was merely an element of an ornamental 

design that consumers would not likely perceive as an indicia of origin, does not constitute a 

“trademark use,” and is not likely to cause confusion or deception.    

22. In view of Defendants’ threats and allegations, H&M is in need of, and is entitled 

to, a judicial declaration that: (a) the H&M Basketball Design is merely ornamental and does not 

function as an indicator of source; (b) there is no likelihood of confusion between Plaintiffs’ 

H&M Motif Sweatshirt on the one hand, and Defendants’ WILDFOX Mark on the other; and 

therefore (c) Plaintiffs’ Basketball Design does not infringe any federal trademark rights owned 

by Defendants and does not constitute unfair competition under federal or state law. 

/// 

/// 

/// 
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FIRST CLAIM FOR RELIEF 

(Declaratory Judgement of No Federal Trademark Infringement and No Unfair 
Competition)  

 
23. Plaintiffs repeat and reallege the allegations contained in paragraphs 1 to 22 of 

this Complaint as if fully set forth herein. 

24. Defendants claim that H&M’s sale of the H&M Motif Sweatshirt constitutes 

federal and common law trademark infringement and unfair competition, and, under a threat of 

litigation, demand that H&M cease selling the H&M Motif Sweatshirt in United States 

commerce. 

25. An actual, present, and justiciable controversy exists between H&M and 

Defendants concerning H&M’s use of the term “Wildfox” in connection with the H&M 

Basketball Design on the H&M Motif Sweatshirt. 

26. Plaintiffs’ H&M Motif Sweatshirt is labeled, advertised, marketed and sold in 

such a manner that there is no likelihood of confusion as between the Defendants’ WILDFOX 

Mark on one hand, and Plaintiffs’ H&M Motif Sweatshirt on the other. 

27. Plaintiffs seek a declaratory judgment from this Court that the H&M Basketball 

Design is not likely to cause confusion as to the source, affiliation, or sponsorship of H&M's 

goods with those of Defendants. 

28. Plaintiffs seek declaratory judgment from this Court that the sale of Plaintiffs’ 

H&M Motif Sweatshirt containing the Basketball Design does not constitute trademark 

infringement under the Lanham Act or under New York state common law. 

29. Plaintiffs seek declaratory judgment from this Court that the sale of Plaintiffs’ 

H&M Motif Sweatshirt containing the H&M Basketball Design does not constitute unfair 

competition under the Lanham Act or under New York state common law. 
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30. Plaintiffs seek declaratory judgment that Defendants have suffered no, and will 

not suffer any, damages or loss of goodwill as a result of the sale of Plaintiffs’ H&M Motif 

Sweatshirt. 

31. Plaintiffs seek declaratory judgment that Defendants are not entitled to any 

injunctive relief or damages under 15 U.S.C. § 1125 or the common law of the State of New 

York. 

PRAYER FOR RELIEF 

 WHEREFORE, Plaintiffs pray that the Court enter judgment in their favor as follows: 

A. declaring that Plaintiffs’ conduct, including their marketing and sale of Plaintiffs’ 

H&M Motif Sweatshirt containing the H&M Basketball Design, does not 

constitute trademark infringement or unfair competition under the Lanham Act or 

under New York Slate law;  

B. declaring that Defendants are not entitled to any injunctive relief with respect to 

the sale of Plaintiffs’ H&M Motif Sweatshirt with the H&M Basketball Design;  

C. declaring that Defendants have not suffered any and will not suffer any harm or 

damages, and thus are not entitled to any relief under the Lanham Act or under 

New York State law;  

D. declaring that Plaintiffs are entitled to sell Plaintiffs’ H&M Motif Sweatshirt with 

the H&M Basketball Design; 

E. awarding Plaintiffs their costs, expenses and attorneys' fees in this action; and 

F. awarding such other further relief to which Plaintiffs may be entitled as a matter 

of law or equity, or which the Court deems to be just and proper. 
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Dated: New York, New York   Respectfully submitted, 
            October 16, 2017 

     WILSON KEADJIAN BROWNDORF LLP 
 

      By:      _s/Darren W. Saunders_______________ 
      Darren W. Saunders 

Mark I. Peroff 
      114 West 47th Street, 18th Floor 
      New York, New York 10036 
      (646) 783-3653 

DSaunders@wkbllp.com 
      Mark.Peroff@wkbllp.com 

 
Attorneys for Plaintiffs 
H&M Hennes & Mauritz AB, H&M Hennes 
& Mauritz L.P. 
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